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REMARKS 

Claims 1-20 an: cimcntly pendiDg in the application. The Office Action mailed on 
September 12. 200S indicates that it is presenting both a restriction requirement and an dection- 
of-speciee requiranent These two requirameots are addressed separately below. 

Restriction Requirenflcnt 

In response to the restriction requirement set fbrth on pages 2-3 of the Office Action. 
Applicants elect GiODp I (Claims 1-14 and 1S^20). This election is made without traverse. 

ElectioiKOf-Spccies Requirement 

In section 3 on pages 3-4, the Office Action indicates that it is setting fbrth an election-of- 
species lequiiement. .^Hcants respectfully traverse this requirement fiir two different reasons, 
which are discussed separately below. 

First, Applicants respectfully traverse this Tequiiement because it is not in proper form. 
In this regard. Applicants are not addressing the issue of v^iether or not some species are 
patentably distinct Instead, Applicants ore respectfully pointing out that the Office Action fails 
to properly identil^ any '^species'' on which an election-of^specles requirement can properly be 
based. NfPEP g S806,04(c) emphasizes with italics that: 



Page 3 of fhe Office Action identifiea Spedes "I" by referrins to Claims 1-14 and by listing some 
elements redted in independent C7atm I, Similarly^ the Offioe Action identifies Species *'II'' by 
refening to Claims 19-20 and by listing some dements redted in indepeiklent Claim 19. In other 



Claims are definitions of inventions^ Claims are /t^ver spedes « . . 
Species are alwqys the specifically different embodiments, 
(EmphasiB in ori^nal). 
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words, the Office Action attempts to identify two "spedes* solely by reference to the claims. In 

the Office Action asserts that ceitain claims constituto one spedcs, and other claims 
CQfkStitute a (HfiBeient species. But this approach is speci&ally prohibited by MPEP §806.04, 
which emphasizes ttiat "C&i/nu are neyfer spedes^. This improper approach also causes ttw 
Office Action to have internal inoonslsteodes. For example» the Office Action specifies which 
ofaims go wi A vrbich speoiesy but Aen instructs Applicants to piovide "a listing of ell claims 
readable" on the elected qyeciesi or in other words a listmg of all claims readable on the daima 
identified by the examiner. This makes no sense (and the reason is that the Office AcHon doea 
not actually identify any true spedes). According to official PTO poli^, the proper way to 
idotify difftieot species in the vast majority of patent applications is by idendfying difierent 
drawing figures (or by identi^ing dififetent examples in Ube case of a chemical invention). More 
specificallyi MPEP §809.02(b) eiqplains that, in a jHoper election-of-species requirement: 



The spedea are prvferably identified as die q>edes of figures 1 , 2, 
and 3 or [in a cbemical case] the qpedea of examples I, H, and 
respectivdy. hi the absence of distinct figures or examines to 
identity the several i^>edes, the mechanicBl means, the particular 
material, or other distinguishing characteristic of the spedea should 
be stated for eadi spades identified. Ifdieapedescaimof 6e 
convmien^ idenHfled^ Ihe dsims maybe grouped in accordance 
with the spedes to which tbcy are restricted. 
(Emphama in oripnal). 



In other wordSt if it is possible to do so, file examhier must identify qwdes by figure nw 
the rare event fiut it is simply not possible to identify spedea by figiun nmnbera, fiien and only 
then the o ramin er may identify the spedes by mediaaical means, particular material^ or odier 
distioguidilqgdiaracticrislic. And in the extivmelyrare event thai spedes "cwino/te 
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convmimtfy id^ntiftetf in any of these various differant ways^ 4)01 and only thoi the exfimhier 
may ffoixp claimfi (bxit even \hea it most be Temembered that "Claims are never species" and ^t 
the claims must be grouped "in aooordance with the species", as opposed to using the claims to 
dsgQ£ the species). 

Aa a practiGd msttsr^ it is an extimuly ni« aitua 
ttc burden of showing that species "^cannot be ctmventemty idmtifiett in ai^ of the various 
difiBaent ways prefeired by MPEP §809.02(a)» such Oat Oie examiner can xeaoit to gniqpfing 
daima^ h the present OfficxsAction^ the Bxaminer has not earned the buix^ 
that Gpeciea ^camot be convenientfy identifletT in any of the various diflferent ways preferred by 
tbeFTO. Accordingly, the Examiner was iiot entitled to resort to gix>^^ llieOfBce 
Adion dierafore fsols to piropcriy idaoAify any spacias on whicfa an election-of-^wdea 
requirement could properiy be based. The puported election'^f-apecies requirement is thus 
inherandy defadivB^ and it ia r es pectf u lly submitted that it must be withdrawn. 

Hie second indq[)endent reason Applicants* traverse of this requirement zdatas to the 
&:t tfaat» since the Examiner has merely grouped daims, there is no practical di fl ereiicc between 
the so-called dectlon-of-spedes requirement and a standard restriction requirement (such as the 
lestriction requirement set forth in section 2 on pages 2-3 of the Office Action). Stated 
drfifercntly, when fiie two tequtxements m sections 2 and 3 of the OfBee Action are conaiderBd 
together^ they are no different than a single three-way restriction requtrement that groups the 
dalms as follows: 



However, in section 2 on pages 2-3 of fte Office Action^ Ihe Examiner indicates that Claims 1-14 
and 19-20 all ftU within dass 257« subdass 734. Acmnlingly, since dection of any of 
Claims I-I4 and 19-20 wiD require a search of this dass and 8ubdas8t» the ExandiiBr can examine 
dl of Claims 1-14 and 19-20 without any undue additiondbui)^ And in the absence of undue 



QroupA - Claims 1-14. 
Group B - Claims lS-18. 
Group C - ddms 19-20, 



4 



PAGE 5/7' KVD AT lOflM 11:45:24 AM [Eastern DayOgM 



Haynes and Boone, LLP 10/12/2005 10:45 PAGE 6/7 Richardson 



AppLNo. lWm,475 AttaRieyDaclQBtNQ.2O03-t41O/24OtfLt93 
Rqi]y to Office Action ofSeptBOiber 12, 2005 CuBtDmerNo. 42717 

burden* tiie official PTO position is that an examinDr should not requiie restriction or election* 
AcooidingI); then is no good reason for requiring any restriction and/or election aa among 
ClaimB I-I4 (Oroup A) and Claims 19-20 (Onrap C>. This is a further reason why the 
reqniiemeant set fiuth on p^gts 2-3 of ttie OffiGo Action is not proper, and must be wifiidrawn. 

The PTO requires that Applicants reply to a restriction or election requirement even if 
Appltoants offer a valid tcaveiao. AcooEdin^y, as between Claims 1-14 and Claims 19-20, 
Apptioaots elect Ctafans 1-14. Obviously, claims 1-14 all read on Qie so-called "species" of 
Claims I -14. Further, since this so-called ^'species" is defined solely by the subject matter of 
Claims 1-14^ at least independent Claim I is necessarily eeniBtic. 



Condiyiqq 

Ptaitiier and ftvorsble consideration of this qipUeslion is respectfully raquested. If the 
Rxaminiir beBeves that examinatioa of ttie present plication may he advanced in any way by a 
telq)hone confimncCi Ae Examiner is invited to tdephone the undersigned attorney at 972-739- 
8647. 
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Although AjipIicBxits believe that no fee is required by this p«[|>er, fhc Conuniasioner is 
hereby authorized to charge any fises required by this paper, or to credit any overpayment^ to 
DqKMdt Account No. 08-1394 of Haynes and Boone» LLP. 



Date: October 12,2005 

HAYNES AND BOONE, LLP 
901 Main Street, Suite 3100 
Dallas, Texas 73202-3789 
Telephone: (972) 739^8647 
Facshnile: C2 14) 200*0823 
File: 24061.193 

Enclosures: None 

R-llS362.t 




Respectfully submitted, 
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